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Application No. 09/867,301 

REASONS FOR REVIEW REQUEST 

In the application claims 1,4-18, and 20-45 remain pending and presently stand rejected 
as allegedly being rendered obvious under 35 U.S.C. § 103 over Abdel-Malek (U.S. Patent No. 
6,959,235) in view of Yang (U.S. Publication No. 2001/0034673). 

It is respectfully submitted that, with respect to every claim pending, the burden is on 
the Office, when attempting to present a prima facie case of obviousness, to at least: a) allege 
that the references being relied upon teach or suggest all of the claimed elements; and b) allege 
that there exists some suggestion or motivation to combine elements selected from the references 
to thereby arrive at the invention that is set forth in the claims. See MPEP § 2142. As concerns 
the combining of elements from the references, the Office has the additional burden of 
particularly explaining why a relied upon combination of elements is proper. To this end, a 
rejection of the claims must, at the very least, provide a rational explanation as to why and how 
one of ordinary skill in the art would have combined the elements to arrive at the invention that 
is set forth within the claims. See MPEP § 706.020) and In re Lee 277 F.3d 1338, 1343-46 (Fed. 
Cir. 2002). 

Considering now the rejection of the claims, it is respectfully submitted that the rejection 
of the claims fails to meet these burdens for the reason that the rejection of the claims fails to 
allege that all of the elements set forth in the independent claims may be found in Abdel-Malek 
or Yang (whether considered alone or in combination). Leaving aside the fact that the elements 
within the dependent claims have never been addressed by the Examiner, it is respectfully noted 
that the rejection of the claims never alleges that Abdel-Malek, Yang, or even Abdel-Malek as 
modified by Yang includes the expressly claimed element of causing a network of intelligent 
agents to move items to respective ones of a plurality of geographic locations within a supply 
chain as a function of a probability that one or more items specified in an advance demand notice 
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will be needed to be used during performance of a scheduled maintenance work order . Rather, 
the rejection ignores at least this expressly claimed element and merely concludes that the claims 
are obvious for the alleged reason that it would have been obvious to modify Abdel-Malek 
according to Yang to thereby arrive at a system that generally includes a network of intelligent 
agents to fulfill service parts between one or more customer locations. By failing, however, to 
even allege that all of the elements set forth within the independent claims may be found in the 
references being relied upon even when combined, it is evident that the rejection of the claims 
has impermissibly distilled the claimed invention down to its "gist" or "thrust," i.e., the claims 
were distilled down to a system that generally uses a network of intelligent agents to fulfill 
service parts between customer locations while ignoring at least the claimed moving of the items 
to locations within a supply chain as a function of a probability that the items will be needed to 
be used during performance of a scheduled maintenance work order. Since this form of rejection 
cannot be said to present a prima facie case of obviousness under 35 U.S.C. § 103 it is 
respectfully submitted that the rejection of the claims under 35 U.S.C. § 103 must be withdrawn. 
See MPEP§ 2143.03. 

It is further respectfully submitted that the rejection of the claims has impermissibly 
failed to consider all of the elements set forth within the claims for the simple reason that neither 
Abdel-Malek nor Yang discloses, teaches, or suggests at least the aforementioned, expressly 
claimed element. 

That Abdel-Malek fails to disclose the aforementioned, expressly claimed element has 
been acknowledged in the rejection of the claims. In addition, it is respectfully noted that, rather 
than disclose that which is claimed, Abdel-Malek discloses a system in which items are moved to 
a repair facility merely as a function of an item specified in a scheduled work order being 
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stocked at the repair facility at a level below a predetermined inventory threshold . (Col. 10, lines 
26-41). 

As for Yang, it is respectfully noted that, when Yang is considered in its entirety as is 
required, nothing from within Yang can be said to disclose, teach, or suggest the aforementioned, 
expressly claimed element. Rather, Yang discloses the desirability of using a long term forecast 
to anticipate needs for parts to thereby establish inventory thresholds at various nodes within a 
supply chain in hopes of avoiding excess inventories of certain parts and no availability of 
others. Rather than disclose, teach, or suggest a responsive system such as the one that is 
expressly claimed, the methodology disclosed within Yang is utilized before even a suggestion 
of a specific need for a part exists . Thus, like Abdel-Malek, Yang also fails to disclose, teach, or 
suggest the desirability of moving items to respective ones of a plurality of geographic locations 
within a supply chain as a function of a probability that one or more items specified in an 
advance demand notice will be needed to be used during performance of a scheduled 
maintenance work order . 

For at least the reason that the references fail to disclose, teach, or suggest at least the 
aforementioned, expressly claimed element, it is submitted that the rejection fails to present a 
prima facie case of obviousness and must be withdrawn. 

Similarly, the rejection fails to present a prima facie case of obviousness as concerns the 

dependent claims since the rejection never asserts that the elements set forth within these claims 

may be found in either Abdel-Malek or Yang (which they cannot). For example, it has never 

been asserted that the references disclose the elements set forth within claim 4 (e.g., modifying 

an existing advance demand notice), claim 6 (e.g., coordinating with a carrier via a computer 

network to move the items), claims 7-9 (e.g., using the intelligent agents to form a fulfillment 

plan and forming an alternative fulfillment plan if needed), claims 10 and 1 1 (e.g., from a 
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supplier initiating the staging of the items or replenishing moved items), claim 12 (e.g., using a 
customer defined level of service), claim 13 (e.g., converting an advance demand notice to a 
purchase order), claim 16 (e.g., using a probability specified in an advance demand notice), or 
claim 17 (e.g., using sourcing options specified by a customer). Accordingly, it is respectfully 
submitted that that at least these dependent claims must also be found to be allowable. 

It is further respectfully submitted that the rejection of the claims fails to meet the 
burdens associated with presenting a prima facie case of obviousness for the reason that 
the rejection of the claims never sets forth any reasoned explanation as to why or how one of 
ordinary skill in the art would have used the general teachings of Yang to modify Abdel-Malek 
to arrive at the invention that is specifically set forth in the claims. In particular, it is respectfully 
submitted that it is not evident nor has it been explained why or how modifying Abdel-Malek "to 
include the network of intelligent software agents in order to fulfill service parts between one or 
more customer locations" would lead one of skill in the art to modify Abdel-Malek to include the 
aforementioned, expressly claimed element in which intelligent software agents specifically 
move items to plural locations within a supply chain " as a function of a probability that one or 
more items specified in an advance demand notice will be needed to be used during performance 
of a scheduled maintenance work order ." 

While this deficiency alone is enough to demonstrate that the rejection of the claims fails 

to establish a prima facie case of obviousness and that the rejection of the claims under 35 

U.S.C. § 103 should be withdrawn, it is nevertheless respectfully submitted that, when Yang is 

considered in its entirety as is required, Yang simply fails to expressly suggest the desirability of 

modifying Abdel-Malek to arrive at the invention that is specifically claimed. As discussed 

above, Yang discloses the desirability of using a long term forecast to anticipate needs for parts 

to thereby establish inventory thresholds at various nodes within a supply chain in hopes of 
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avoiding excess inventories of certain parts and no availability of others before even a suggestion 
of a specific need for a part exists . Thus, rather than suggest modifying Abdul-Malek to arrive at 
the invention claimed, Yang, at most, describes nothing more than a method for establishing the 
predetermined inventory threshold levels used by Abdel-Malek. While the disclosure within 
Yang might therefore be said to supplement the disclosure within Abdel-Malek, it is evident that 
nothing from Yang can be said to suggest modifying Abdel-Malek to arrive at a system such as 
the one claimed, namely, one that actively functions to move items within the supply chain in 
response to a work order /scheduled maintenance activity being entered into a customer 
maintenance system with the items being moved to locations within the supply chain as a 
function of a probability that the items will be needed for use in the maintenance activity. 

From the foregoing, it is respectfully submitted that, when Abdel-Malek and Yang are 
considered in their entirety it is evident that neither Abdel-Malek nor Yang , whether considered 
alone or in combination, can be said to have any disclosure that would lead one of ordinary skill 
in the art to arrive at the invention claimed, particularly considering ALL of the claims. Thus, it 
is respectfully submitted that the combination of Abdel-Malek and Yang cannot support a prima 
facie case of obviousness and the rejection of the claims must be withdrawn. 



Date: June 16,2006 




By: Gary R. Jarosik 
Reg. No. 35,906 
Greenberg Traurig, LLP 
77 West Wacker Drive, Suite 2500 
(312) 456-8449 
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